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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The addition of the word "type" to define both 
components A and B in claim 1 extends the scope of the expression so as to render it 
indefinite (Ex parte Copenhaver, 109 USPQ 118 (Bd. App. 1955)). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-20 are rejected under 35 U.S.C. 102 (b) as being anticipated by U.S. 
Patent Pub. No 2002/0123595 to Tanaka et al. 

As to claims 1-2, 6, 12, and 20, Tanaka discloses in a preferred embodiment a 
liquid polyethercarbonate diol formed from the reaction between carbonate esters, such 
as dialkyl carbonates, diaryl carbonates, alkylene carbonates and alkylaryl carbonates 
(0041) and a polyetherdiol having (a): (CH 2 )6-0- (hexanediol) structural units and at 
least one member of structure units (b): (CH 2 ) 2 -0- or (c): CH 2 CH(CH 3 )-0- (0032). 
Tanaka further discloses that in the preparation of the polyether diol a portion, up to 50 
molar%, of 1 ,6-hexanediol is replaced by one or more other diol compounds such as 
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butanediol and pentanediol, which falls within the claim language of 3 to 5 carbon atoms 
for the RO group (a) of instant claim 1 (0039). Tanaka further discloses the units b are 
present in an average number of moles of 0 to 5 per mole of units (a), the units (c) being 
present in an average number of moles of 0 to 5 per mol of units (a) and wherein the 
total average number of moles of the units (b) and (c) being more than 1 but not more 
than 5 per mol of units (a) (0034). 

As to claim 3, Tanaka discloses the polyether diol is produced by addition- 
reacting hexanediol (0038), pentanediol or butanediol (0039) with ethylene oxide or 
propylene oxide (0038). 

As to claims 4, 1 0, and 1 8 Tanaka discloses that the polyether diol has a number 
average molecular weight of 150 to 450, which falls within the claimed range of 100 to 
500 (0026). 

As to claims 5, 1 1 , and 1 9, Tanaka discloses that the liquid 
polyethercarbonatediol has a number average molecular weight of 500 to 5,000 (0027). 

As to claims 7 and 13-17, Tanaka discloses thermoplastic polyurethanes formed 
from the polyethercarbonatediol, a diisocyanate, and a chain extender. 

As to claim 8, Tanaka discloses aliphatic, cycloaliphatic and aromatic 
polyisocyanates usable for the production of the thermoplastic polyurethanes (0049- 
0051). 

As to claim 9, Tanaka discloses suitable chain extenders usable in the production 
of the thermoplastic polyurethanes (0053-0054). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL LEONARD whose telephone number is 
(571)270-7450. The examiner can normally be reached on Mon-Fri 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MICHAEL LEONARD/ 
Examiner, Art Unit 1796 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



